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“Consumers do not have to rely on a potentially distinctive
configuration to identify the source of the product, they can
generally look to the packaging, trademarks and advertising

used to market the product”.®

7R NP MINNN
1199 .-1972275WN7 ,[WIN 101] INONT 21170 NTIPEY 1 Py “AIDN” NN N1 .7
,-199337IWN P NRNWT VWMDY AP PN *IPNN? 1307 DRI, )PP 93947 1190 ;03 T
.846 'nv2,837 (4) i 170 ,Fuji Electronics Mfg Co 73 9994 634/89 R”Y ;360-354 '1ay2
Versa products Co. v. Bilfold Co. Mfg. Ltd., 50 F. 3d 189, at 201 .8
nX P27 9wR ,Coleman "Xp»anRi 1707 >0 YY 79020 NONT B0 YW Inwn
;7279w RIITTT NIVEHRI IN0NT (1270 W ANIRYR NMIN0NT IMWn
“Joanne Consumer visits a major retail store to purchase a
variety of household and personal items. As she moves through
the aisles, joanne picks up the products she needs and tosses them
into her basket. She grabs a copy of TV guide, a six pack of
DIETCOKE soda, and a bag of DORITOS chips. Next, she picks
up a bar of IRISH SPRING soap, a tube of CREST toothpaste,
and a package she believes to contain an ORAL-B toothbrush”.
(A. Coleman, “National Brands, Private labels and Unfair Competition”, The
Trademark Reporter 1997, at 79)
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“Where a trademark serves the function of indicating origin of

goods or wares, a service mark serves the function of indicating

the origin of services”.

(Ex parte Procter v. Gamble Co., 97 USPQ 78)

1770 771 AMOMA 19°0 17 1°DY 1872 PTIP? PIN 70N AR Y33 ,07p 19K DnyLn .17
PR 193 RN 13077 YW 3™ L7IN0n 11707 N1na YW 171733 oIw 2931 nwn
B (el

“The word ‘trademark’ as used in this Act shall mean letters,

figures or signs, or any combination of these and colours

(hereinafter referred to as a ‘mark’), which fall within the
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following categories;

(i) One which a person who, as a business, produces, processes,

certifies or assigns goods, uses on such goods;

(if) One which a person who, as a business, renders or certifies

services, uses for such services”.

(Japan Trademark Act 1959, Article 2(1)).

Re Kopy Kat Inc, 498 F.2d 1379; American International Group Inc. v. .18
American International Bank, 926 F.2d 829; Health Industries Inc. v. European
Health Spas, 489 F. Supp 860.
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LK. 5108 (3) ©7RWN D70D ,107¥a ;M M) XN /) Boeing Company 1769/83
210/65 R”Y ; (D099 NY) 1732 9993 JOI9NN /) 17y (INIY?) YO291IN 2192/80 (R”D)
.673 (2) 1 77D 19792 INIYS NTIIN 733 /3 13793 HNIYIY TN 732
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“A mark used by a person on or in connection with services
normally expected of him and rendered merely as an accessory
to and solely in fortherance of the sale, offering for sale, or
distribution of his goods is not a service mark within the

purview of the Act”.?
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RN 0°NIPWY 0P DOIART 0°19°07 YW PRant 0PDIR DX 00°3 19X 0103 .anT)
.(Miss Universe Inc. v. Particelli, 271 F. Supp 104) .a°13°07

Ex parte Hardmacher-Vogel Inc., 98 USPQ 413, at 415 .23
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“The term “certification mark™ means a mark used upon or in
connection with the products or services of one or more persons
other than the owner of the mark to certify regional or other
origin, material, mode of manufacture, quality, accuracy or the
characteristics of such goods or services, or that the work or labor
on the goods or services was performed by members of a union or
other organization.”
(The Lanham Act 1946, U.S.C 15, Sec 1127).
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“When the established standards and procedures are met by

manufacturers of procelain enamel products, applicant certifies

that such standards and procedures have been met by certifying

labels to such manufacturers for application to individual

packages. When all packaged products in a car or van are

individually labeled with the certification label applicant then

furnishes placards in the form presented for registration for

affixation to the vans or railroad cars containing the indifidually

certified packages”.

(Ex parte Porcelain Enamel Inc, 110 USPQ 258).
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“A certification mark is a mark indicating that the goods or

services in connection with which it is used are certified by the

proprietor of the mark in respect of origin, material, mode of

manufacture of goods or performance of services, quality,

accuracy or other characteristics. The provisions of this Act apply

to certification marks subject to the provisions of Schedule 2.”
(The Trade Marks Act 1994, Sec 50).
PINA BYDIM AP AT .-1972275WN0 L[WIN N0N] 00N 230 NTIpY 1 7Pvo (82
3 X2 TDIRD 72127 11707 17TA) R ,ORPVIIRT IMONT 31970

“The term “collective mark” means a trademark or service mark

used by the members of a coperative, an association or other

collective group or organization and includes marks used to

indicate membership in a union, an association or other

organization.”

(The Lanham Act 1946, U.S.C 15, Sec 1127).
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“A collective mark is a mark distinguishing the goods or services

of members of the association which is the proprietor of the mark

from those of other undertakings. The provisions of this Act apply

to collective marks subject to the provisions of Schedule 1.”

(The Trade Marks Act 1994, Sec 45).
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“It has been contended that the term collective mark should be
eliminated from the statute since all marks originally
contemplated to fall within that category except for the marks
of faternal organizations which are registrable as collective
marks can be considered to be either a trademark, service
mark, or certification mark, and that a separate provision
could be made for the registration of the marks of such

faternal organizations.”*
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E. Vanderburgh, “Trademark Law and Procedure”, The New Bob Merill .34
.Company Publishers, 1985, at. 36
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C. Breitenself, “Collective Marks - Should they be Abolished?”, The Trademark
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“In this Act a “trade mark” means any sign capable of being represented
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undertaking from those of other undertakings. A trade mark may, in
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numerals or the shape of goods or their packaging.”
(The Trade Marks Act 1994, Sec 1 (1)).
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“The term “trade-mark” includes any word, name, symbol, or
device or any combination thereof adopted and used by a
manufacturer or merchant to identify his goods and
distinguish them from those manufactured or sold by others.”
(The Lanham Act 1946, U.S.C 15, Sec 1127).
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“The principal problem with respect to the use of letters and
numbers as trademarks is not that they cannot be good
trademarks, but too often they are used by the alleged owner
merely as a grade or type designation. It is well established
that a trademark, whether it be letters, numbers, or otherwise,
must be used as an indication of origin rather than merely as a
designation of grade, type, etc., and that when the subject
matter is not used as an indication of origin it is not a

trademark.”®
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“The design of a label or package or the configuration of the

goods is registrable on the supplemental register of the 1946

Act even though it is not established that it is a trademark,

provided it is capable of distinguishing the goods or services of

the applicant”.
(E. Vanderburgh, “Trademark Law and Procedure”, The New Bobb Merrill
Publishers, 1985, at 10).
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“The word “mark” both in its normal meaning and in its
statutory definition is apt only to describe something which

McDonald & Morrison Mfg. Co.v. H. Mueller Mfg. ;o3 n»an nmizaxa 71 vy
Co., 183 F. 972; Fleichmann v. Newman, 1688 N.Y.S 608; Re Robbins Co.,
30 USPQ. 2d 1540.
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The Trade Marks Act 1994, Sec 1 (1) .53
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distinguishes goods rather than the goods themselves. A bottle
is a container not a mark”.**
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“If they may thus monopolize red in all of its shades, the next
manufacturer may monopolize orange in all of its shades and
the next yellow, in the same way. Obviously, the list of colors

will soon run out.”®®
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(Anglo Dutch Paint Color and rarnish works Private Limited v. India
Trading House, AIR (1977) Del 41)
D. Lendhel, “Companies using color, sound or scent marks may be foiled .65
overseas”, The National Law Journal 1996, at 25; P. Burrett, “Color in Court”,
Chicago daily Law Bulletin 1995, at 1
Campbell Soup Co. v. Armour & Co., 175 F. 2d 795 .66
0°1277 DX N*137 NIXIRA (12Ya vdwni N°a poIn ~First Brands” 1°1va 177 popa
;0°R37

“Under the color depletion theory, there are a limited number

of colors in the pallette which may be depleted if trademark

registrants privail”

(First Brands Co. v. Fred Meyer Inc., 809 F. 2d 1378)

0*12777 Jpomy “Diamond Match™ 1»1va n®327 nIYIRA 02w 177 poba LHoNa
;0837

“The primary colors, even adding black and white, are but

few. If two of these colors can be appropriated for one brand
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of matches, it will not take long to appropriate the rest”
(Diamond Match Co. v. Saginaw Match Co., 142 F. 727)

1 .(aoTID 07v) A7ya Py /s Eastman Kodak Company 256/96 (x7D) .R.0 .67
IV NMa7 NIXIRA NI PIT POD DY AR P2 ,NwC3 JmD CTINNR uhwnn
;0°R271 0*1277 oD 12 #Qualitex”

“It would seem, then, that color alone, at least sometimes, can

meet the basic legal rquirements for use as a trademark. It can

act as a symbol that distinguishes a firm’s goods and identifies

their source, without serving any other significant function.”
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(Qualitex Co. v. Jacobson Products Co., 13 F. 2d 1297, at 1304).
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“Until secondary meaning has been established in every
distinguishable shade of color, there will always be an option
available to a new market entrant”.
(Master distributors Inc. v. Pako Co., 986 F. 2d 219).
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“We conclude that the better rule is that a trademark should
not be registered for color alone. As many cases have noted,
under the color depletion theory, no person should have a
monopoly on a primary color. We recognize that there are
countless shades of colors that could not be depleted, but then,
we could well become involved in “shade confusion”. Drawing
disttinctions between close shades of color could present
unnecessary problems. Adequate protection is available when

color is combined in distinctive patterns of designs.”"
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7] think the test must be, whether the use of it by other
persons is still calculated to deceive the public, whether it may
still have the effect of inducing the public to buy goods not
made by the original owners of the trade mark as if they were
his goods. If the mark has come to be so public and is such
universal use that nobody can be decieved by the use of it and
can be induced from the use of it to believe that he is buying
the goods of the original trader, it appears to me however hard
to some extent it may appear on the trader yet practically, as
the right to a trade mark is simply a right to prevent the
trader from being cheated by other persons’ goods being sold
as his goods through the fraudulent use of the trade mark, the

right to the trade mark must be gone”.”®
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“A product feature is functional if it is essential to the

product’s use or if it affects the cost or quality of the product.

Where the appearance of a product is essential to its intended

use, the appearance may itself be functional”.
(Keystone Reataining Wall System Inc. v. Westrock Inc., 997 F. 2d 1443, at
1448).
1m°0% oA o°Ran ©*1377 #Gasser” Phava P poba NP7 NIXIRI IPODI LA
$PORIPIPID TV NWHY

“The degree of functionality of the similar features, the degree

of similarity between non-functional (crnamental) features of

the competing products, and the feasibility of alternative

arrangements of functional features that would not impair the

utility of the product... The case for protection weakens the

more clearly the arrangement of allegedly distinctive features

serves the purpose of the product.”
(Gasser Chair Co. Inc. v. Infanti Chair Mfg. Co., 21 USPQ. 2d 1131, at
1135).
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“Finally, defendant may be arguing that its name A/E/C
Systems should not be considered generic because the species
identified by the name is not the service offered by the
defendant - that being a trade show - but rather the subject
matter of the trade show. The argument is unsound both
factually and legally. As a factual matter, A/E/C as used in
defendant’s name, does indeed identify the product offered by

.21 1197D,99331 PPLIY NON MOMYN 7 NP NPIP 197/51 8732 .34
Re Stanhel Inc., 20 USPQ. 2d 1319 .35
Alchemy Inc. v. Yes! Entertainment Co., 844 F. Supp 560 .36
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the defendant. What defendant is offering is a trade show for
AEC’s where they can shop for AEC systems. That is the

species identified by the defendant’s trade name”.*’
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“It is well recognized that the law today rewards a famous or

well known mark with a larger clock of protection than in the

case of a lesser known mark because of the tendency of the

consuming public to associate a realitively known mark with

one to which they have long been exposed if the mark bears

any resemblance hereto”.

(R.J. Reynolds Tobbacco Co. v. R. Selling & Hille, 201 USPQ 856, at 861)
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“Where the trade mark is a word or device never in use

before, and meaningless, except as indicating by whom the

goods in connection with which it is used were made, there

could be no conceivable legitimate use of it by another person.

His only object in employing it in connection with goods of his

manufacture must be to deceive”.

(Reddaway v. Banham, 13 RPC 218, at 228)
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“Despite the fact that Turtle Wax may have created a unique

combination of these basic elements, the basic shape and

design of plaintiff’s trade dress were common in the relevant

field. Although plaintiff’s trade dress may be different in

degree from that of other automotive appearance products

that had been on the market, it is not different in kind”.

(Turtle Wax Inc. v. First Brand Co., 781 F. Supp 1314, at 1320)
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“I think that there is some ambiguity in the use of the word
»distinctive” in connection with get up or apperance. It may
mean that the appearance in fact on the evidence distinguishes
the good of one source, and for this purpose it is not essential
that it should be novel or striking or unusual”.
.(Roche Products Ltd. v. Berk Pharmactucials Ltd, (1973) RPC 473, at 489)
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“A person who has a bona fida intention, under circumstances

showing the good faith of such person, to use a trademark in

commerce may apply to register the trademark under this

chapter on the principal register hereby established”.

(The Lanham Act 1946, U.S.C 15, Sec 1051)
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“There is no logical reason for the precise copying save an

attempt to realize upon a secondary meaning that is in

existence”

(Ferrari S.P.A. v. Roberts, 944 F. 2d 1235, at 1239)
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“Words, letters or devices likely to lead persons to think that

the applicant either has or recently has had Royal patronage

or authorisation”.

(The Trade Marks Act 1994, Sec 4(d))
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insignia of the “United States”, or of any State or municipality,

or of any foreign nation, or any simulation thereof”.

(The Lanham Act 1946, U.S.C. 15, Sec 1052(b)).
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“We are of the opinion that he has right in this
conclusion. The lion particularly is a part of the insignia
of the British government. It was adopted by statute as
the mark of purity for all silverware, and is the
governmental certificate of sterling fineness. Insignia are
distinguishing marks of authority, office, or honor. The
official emblem of the British Assay Office is as much a
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part of that nation’s insignia as are these army emblems
or the seals of departmental offices of the United States.
If necessary the language of the act should be given a
liberal construction in aid of the sound public policy
which it declares”."”
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“A trademark shall not be registered as a trademark if it is

contrary to public policy or to accepted principle of

morrality”.

(The Trade Marks Act 1994, Sec 3 (3) (a)).
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“In general, Immoral or scandalous matter under this section

has been defined as matter which might cause scandal, or be

shocking or give offense to the conscience or moral feelings of

the average consumer”.

(Re Riverbank Canning Co., 95 F. 2d 327, at 329)

$P23IRA T WY
Tatem Steam Navigation Co. Ltd. v. IRC, (1941) 2 All E.R. 616; Income Tax
Comr v. Bjordal, (1955) 1 All E.R. 401; DPP v. Milbanke Tours Ltd, (1960)
2 All E.R. 467; Morrisons Holdings Ltd. v. IRC, (1966) 1 All E.R. 789; IRC v
Park Investments Ltd, (1966) 2 All E.R. 785; R. v. Delmayne, (1969) 2 All
E.R. 980; Beynoon v Caerphilly Lower Licensing Justices, (1970) 1 All E.R.
618.
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“Even if members of this panel find the mark Black Tail
disgustingly scandalous, the legal conclusion that a
trademark comprises scandalous matter must derive
from the perspective of a substantial composite of the
general public.”*

QPHRPT 037V DPAW MR 03I DR APwn XTI NIPN AT MR
Q°05N1 177 92V MW R PYW 0°37 D0 DI ,NYY nyn DInwni
.MM 2319°03 DIW*1Y I ADIPNA IIWIRY IR NIPN DX T*INDT 0°119°0
Glory " 1m0n amon °1°03 DIW™MY AMIARY TWIR D927 NIXIRI
»Big Pecker” 122071 ,*'n>7am mzax Y37 n71va oomnp May “Condom
Loortm nman may “Weekend Sex oo Pipraw nagtin may
0°39°03 92¥77 *15°3 ©°05N1 1’71 ,°PNWA DX T°92IPM DOV 19K D7D
Ny ANIX2 APWW 0°23WIN 0°37Y% 0°73m anvRa oI 0w °nha

2787 NIPN NN

.Re Mavety Media Group Ltd., 31 USPQ 1923, at 1927 .40

™37 nNX 77 7ava y°37 Fletcher 7m1%mi .n7737 mixaxa nnvon n1p»a% 751 77 17 pobd

; 0°X37 NMPean
“The courts opinion also ignored numerous cases which have
held that dictionaries may be used to determine whether a
term is descriptive and was also unrealistic, at best, in
suggesting that the PTO could show that a mark is scandalous
by presenting evidence of a consumer survey”.

(A. Fletcher, “The forty eighth year of administration of the Lanham

Trademark Act of 1946”, The Trademark Reporter 1995, 607 at 610).

Re OId Glory Condom Co., 26 USPQ. 2d 1216 .41

Re Hershey., 6 USPQ. 2d 1470 .42

Re Madsen., 180 USPQ 334 .43
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“All the plaintiffs wish to do is to exploit their legitimate
business interest which have been accumulated over the
years and which have achieved a high standart of
International reputation. They therefore would be
prevented from opening a resturant hear apparently on
the basis that the defendants have quite deliberately

stolen their name and their discription”.*®
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“In the present case, the time interval between the date of

application for this trade mark and the date of hearing of the

opposition has allowed a period of upwards of two years

wherein the goods of both parties have been sold side by side

in the same shops under their respective marks, and number

of declarants have stated their experience of such trading.

They all declare that their assistants and their customers have

found no difficulty arising from this conjoint use. Such

practical experience is a more reliable guide that the

anticipatory fear of the opponents’ declarants”.

(Helena Rubinstein Ltd’s Application, (1960) RPC 229, at 231)
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“No person shall, in trade, engage in conduct that is
misleading or deceptive or is likely to mislead or deceive”
(Australian Trade Practices Act 1974, Sec 52; New Zealand Fair trading Act
1986, sec 9 (1)).
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“Section 43(a) expressly prohibits, interalice, the use of
any symbol or device which is likely to deceive
consumers as to the association, sponsorship or approval

of goods or services by another person”.®®

A. McGeehan, “Trademark registration of a celebrity persona”, ;n1 117 .64
;353 'nY2 0°Ka7 0*1277 12001 ow , The Trademark reporter 1997, at 351.
“Celebrity Images are strong source identifiers. That is why

heavy hitters such as Nike and Bell Atlantic Splash images of
Michael Jordan and James Earl Jones on their advertisments
for sneakers and phones”.
Abdul Jabar v. General Motors Co., 85 F. 3d 407, at 410 .65
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“Clint Eastwood doesn’t want tabloids to write about
him. Rudolf Valentino’s heirs want to control his film
biography. The Girl Scouts don’t want their image
spoiled by association with certain activities. George
Lucas wants to keep Strategic Defense Initiative fans
from calling it “Star Wars”. Pepsico doesn’t want singers
to use the word “Pepsi” in their songs. Guy Lombardo
wants an exclusive property right to ads that show big
bands playing on New Year’s Eve. Uri Geller thinks he
should be paid for ads showing psychics bending metal
through telekinesis. Paul Prudhomme, that household
name thinks, the same about ads featuring corpulent
bearded chefs”.%
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Vanna White v. Samsung Electronics America Inc., 989 F. 2d 1512, at .68
1513

128



INDN NN DIVY DMWY DIRY DNINDD

7PN VIR YW INIST HY 713 INONT 20 NTIPDY (8) 11 YD NXIIN
12 3¥71Y A" PWPI NIINNT PRIT INN307 XYY N0t 1T RYW
5w PPUAIINT 0I0°2 TNEY NHDMDM MIPTH NNI°IY 0°11¥M 0°IMD 0°X5n
93P PIRD JNXY 0T PV PIRW 119°071 YW PRani 1POIX 010°291 0NN
X972 0IX SW INNnN2 wIw Awye 9a% 790 7I5pn TOHRPRY W ,0n NINInD
7712 IN0M AP NPDR QWY WY1 AT WIW IWRD IA1H ,INN307

PUIDT NI PINY (6)2 FPYO DRI N°YONY

,7AIWM NDOI ARNT YW RDDA 731 IMONT 210 NTIPDY (8)11 YD
QIR PW PPIRW NPd0T WIITY INONT M0 owa YW XM AT Wwpna
QW9 NYT2 1P OR NPT ,I00M 119701 PYID NN WIRw TR J0DIw
,INTIPM NXPRA ANW AT TI0°K .13 NIWYY ROYW 07130 DHYY IN0NT 210
QIR NNMN DW? IWRY NYT YIPPW IMOMT 215°0 QW P12 NN XITW 92
,73 719V 27 11T T AR PPRW NHO07 RY? 03 I00n (10000 pPhD Jwnw
PPRVW IR DPPRY PIAR TIRW? KDY 190 DIR YW INTUD IR W
VWY Y2 0NN WAL NMWDR 77a0 KPW 70,101 NIIN IRED

WPIANT 0N 1970 PYID MmN NI

,AWIT°1 1T 0¥ INR 77°1 712 03 7Y 771 7°V0 YW X9°02 1y 5oon
INIX WIPW 19RY IR PPRWT 1112192 1T DX QIR YW N2 0°1pn IWR
0 ‘['7.'!?3:1 n°Inw ARNY 1dn

P77 71907 n0n 70 PPN DWW OIR NNPNA WINWR ,0pn 2on
Ip°Y2 ,70DIW DIR NN 223N 10 DPXYL Y30Y 0'wpan 0wYn 0™
273971 223713 QIR NNNN PINR NP Y 70N .07 PVINVI0 DY 1NN
IO RO NYTAT NXA NYTINY RN NITIAT API L, WRIANT 112707
PIRPR NY2 *1817 DO1IDM DIR NN WINW WY TWRD ,3WIN NXT 7707

JPIMONIT IR NPNTAN N NPWYNT NP8 71927 15992 19700

: DIV INON ]73’0’7 NPT IR AT 12°0 4,13

ORI DAVD KR

20 QY AN 07 IN0NT °10 n‘npsb 9)11 7°¥o nXMTY oRNTA

129



W17 P9

173210 IN P2V ONMIN 22XD DPINA DIV NIN 93D INN Hyah 1Y NINY
13 YWY YD Y IMIND JIODY NMITAH 1D PIN NI LN IMIND
.0 713700 DIW™Y WD NPR M0 NY

925w ©21°0% DI IR OONIT DWIN D230 YW DMWY yNm [T Yo
NI ITAT INIRD 720 IR P20 DNIX 223Y IRONT 19°0 DPIDA MW
¥ 17 W IXINT 3 12DV AVLY D2107XT TX 12 231 YUNY PYon
7 PODA .OIWT IMON 19°0 YT HY AANNT MR Nppn DPNVY YW
IRoM 107 TR IR AT 190 YW INTAY [RANT AR ,INYNINT 1V

;X2 1DIN2 DI

oYN YD ON ,TINN NN HNT NNV NYIINN NHNYN”
PIN IN I PPN NN AR MYLAY MYY IN IYLN NN
1NN JANY ,TINND HY DIVIN 1912005 19919570 NI 199N
0990 ,NY99 NN HYa NN I OIUIN ON NN
YUY NINMNN HNX HaYas MYLY DY ,NnYaYpn M9nta

® revrrsn

197%Y ,ANWRIA WRID,7IAT PRIVAR TV 00N 2390 NTIPDY (9)11 YD
T TIpnI 0PN 19707 DR DORWIIT DIV 23 WY 13987 Ayw Ya?
L0107 112°0 2¥2 Sw INIOTY 7T AT Y0 pRIym LH0N ONONRT 0PN
,QIWAT 0N 1970 210 DY PRINAD MpR MHPTY 1T NI NIOTY mbRaw
,0IW7 77°0 P¥3 .07 1319707 ANIT IR 777 19°02 AV0N WIw nwy» Yab
,0IWIT 139°02 *TY231 PTINP IDIRI WHNWAY N°I7IRT INIDT 7197 PWAw
97 7RI DY NI2°AY 7037 POV AINNN W XY 110w 3% X7

.0°157%7 127X 272 DWW {207 1197 717

DWIR 7»°07 nYya a7ann ~Aktiebolaget” w2 I pop ni2vd1a
MW IWRD POy AInnm aw Yy ~Celecain” 1m°on @w Y ~Xylocain”
I°77277 PIRY 71237 VOWHT N2 NINPI CPWON M2V WHvY 1TV 0°In°07
NRY MO *39°0 NTIPDY (9)11 YD PW AMIYI NINona NIWNT DR

(2) B2 77D ,9N0NN 21D DINYTAN ,D30IVDN DY /3 7Y TNYNN 476/82 ¥”31 .69
.158 /1my2,148

130



INDN NN DIVY DMWY DIRY DNINDD

; 1272w 0°9277 DX 3PDIDA 1PN

M DIVN 11 YV ,)'D DIYIY NIDIND PIND INNND
A9 NNYYAN ,0NPN DY 919V NN 1D DY a9y
MYV APy ,0IWIN IY0N Y¥aY »INDN P YNINY YN
NP NINY 1YINA NINHND NHNIND NN MIPY Ny ,NNpn
0PN I8 NP , MY .0IVIN 112D N H¥a NMIND NN
NY P2 229 MV NMN APY ,NNPNDA DOUNNYNH IN
DIV ¥313° VAYNN 5% .01 0N DINMDNN DIIN
992980 NV HY - YN HPIYn 29 Yy MYLAY NYYN D
VAYNN NN TYOY NN NN TINND 110N Yy 199N -
PY0N DIV NN I WY INDNN  PIYN NNnY

1390 By nINHNN

WXI2 .719I95 N°950 NIWY K2 10177 °319°0 NTIPDY (9)11 7°YD %5 ,1IK DKM
NIMIND WIS AT 712°% AYLY Y2 0215737 MR DY 77 PV 130 ,ARwRIDI
DY 7T YD 130 ,H0NA CNHRT [NPRD AN T1IPH 19X NINND 3 193102
117 119702 MIN0N WY AWy 931% ,0WAR 19°07 Pva YW no1ripi InIoT
°N%2 N300 NIINNYY 7PYLAY 01137 12 WOW DINA DIV NN0? 777 X

RobbYhy

$79737I0IRND 1P2W” .2

077 IR 0’77 2°I°0 DY ,IWHD VI IN0NT 390 n‘npsb (9)11 7Pyo
1210 IN PPV OMN 29”7 0N 210 DPIDI 1°72 MR 0°1°0Y
7T IDINND

192 170 PODR AN IR NI DR 7177730 TR 00N 231°0 NTIRD
nNPY PIvaR ww nuwana Yy (1YY vbwni NN TNy Y)onm nHan”
QUMIWIT 0239707 NAN WA IR 7IROW 7720, 77 PV /910 IR
731 ©18°091 NI 8% AY*an WU ,”Manhattan”-1 ”Lady Manhattan”

SO 19°07 NN 79I I8 7I%°W NINK 7720

712 7m¥2,708 (1) 2 375 %9950 owAan /s Aktiebolaget Astra 178/57 x732.70
131



W17 P9

D7 APYIN IXIM AWALR MI¥I™ ORA AN 7T POD 2101 POV YRR
.DIWIT 19707 DX DM IMIRMT 12°07 ORI M9 ,ITAT NIRM A0

JTTAT IMIRD AW OPR WL IR 1YY 03 pod 11hyn vOwnI M3
WP T3 INIRD PAW QP PAW OX IYRWA AYIonn XY 0 11°hmana
DPNIWH 12 IDINM P2IVT DRYPAY TIVOR L7200 YW anan nx Pnab
9% 27 Yy 737 37na NI TR0 Yy vbwnn 1A LpPan
INIX” T2 NIND DR 0N 20 HY 19903 1Ran WR Kerly vaxn

; X2 1DINA 79T

“The test whether or not goods are of the same
description would seem to be supplied by the question -
Are the two sets of goods so commonly dealt in by the
same trader that his customers, knowing his mark in
connection with one set and seeing it upon the other,
would be likely to suppose that it was used upon them
also to indicate that they were his goods? The matter
should be looked at from a business and commercial
point of view.”"
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“Whether the products were so similar or such a satisfactory

match that corespondents would be one as a substitute for the

other. The issue is whether consumers would likely purchase

the defendants products mistakenly thinking it was

manufactured by the plaintiff”.

(Insty Bit Inc. v. Poly-Tech Industries Inc., 95 F. 3d 663, at 668)

,B. Leitten, “Trademark confusion”, The Trademark Reporter ;a3 i1 vy
1992, at 932; D. Peter, “Mark of Distinction”, The Los Angeles daily Journal
1997, at 22
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“Likelihood of confusion must be considered at the date of the
application to register, although subsequent experience is
relevant as providing a test to tendency to confuse”.
(D. Kerly’s, “The Law of Trade Marks and Trade Names”, Sweet &
Maxwell, 12th edition, London 1994, at 148)
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“This list of fastors, while perhaps exhausting, is niehter
exhaustive nor exclusive. Rather, the factors are intended to
guide the court. The presence or absence of a particular factor
does not necessarily drive the determination of likelihood of
confusion.”
(E & J Gallo Winery v. Gallo Castle Co., 955 F. 2d 1327, at 1338)
“The weight and totality of the most important factors in each
case will ultimately be determinative of the likelihood of
confusion, not whether the majority of the factors tilt the scale
in favor of one side or the other.”
(S.C. Johnson & Johnson Inc. v. Lever Brothers Co., 19 USPQ. 2d 1027, at
1033)
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the word MISS U.S.A as the most important element
thereof, opposer’s mark consisting in its entirely of these
terms. The word nude, on the other hand, is merely an
adjective, is clearly subordinates to the notation U.S.A
which it modifies, and does not serve to distinguish

applicant’s mark from that of opposer”.®
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“We do not think a trader can pluck a word out of the general
vocabulary and appropriate it to his exclusive use no matter
how much effort and money he may expend in the attempt”.

(Duluth News Tribune v. Mesabi Publishing Co., 38 USPQ. 2d 1937)
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“The Federal Trademark Dilution Act is designed to protect
famous trademarks from subsequent uses that blur the
distinctiveness of the mark or tarnish or disparage it, even in
the absence of a likelihood of confusion. Thus, for example, the
use of Dupont shoes, Buick aspirin, and Kodak pianos would

be actionable under this bill”.°
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“A trademark is sufficiently distinctive to be diluted by a

nonconfusing use if the mark retains its source significance

when encountered outside the context of the goods or services

with which it is used by the trademark owner”.

(Tower Publications Inc. v. MTS Inc., 21 USPQ. 2d 1303, at 1306)
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“In view of the prior use of the mark by Whirlpool
Corporation and its transborder reputation, the trade mark
“WHIRLPOOL?” gives an indication of the origin of the goods
as emanating from or relating to the Whirlpool

Corporation”.*
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N.R. Dongre v. Whirlpool Corporation, Reported in Ahuja’s intellectual .14
property cases vol. 2, at 7.
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“The registrar shall examine whether an application for
registration of a trade mark satisfies the requirements of this
Act (including any requirements imposed by rules). For that
purpose he shall carry out a search, to such extent as he
considers necessary, of earlier trade marks. If it appears to the
registrar that the requirements for registration are not met, he
shall inform the applicant and give him an opportunity, within
same period as the registrar may specify, to make
representations or to amend the application. If the applicant
fails to satisfy the registrar that those requirements are met, or
to amend the application so as to meet them, or fails to
respond before the end of the specified period, the registrar
shall refuse to accept the application. If it appears to the
registrar that the requirements for registration are met, he
shall accept the application.”

(The Trade Marks Act 1994, Sec 37)
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“Certificates of registration of marks registered upon the
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principal register shall be issued in the name of the United
States of America, under the seal of the Patent and Trademark
Office, and shall be signed by the Commissioner or have his
signature placed thereon, and a record thereof shall be kept in
the Patent and Trademark Office. The registration shall
reproduce the mark, and state that the mark is registered on
the principal register under this chapter, the date of the first
use of the mark, the date of the first use of the mark in
commerce, the particular goods or services for which it is
registered, the number and date of the registration, the term
thereof, the date on which the application for registration was
received in the Patent and Trademark Office, and any
conditions and limitations that may be imposed in the
registration.”
(The Lanham Act 1946, U.S.C 15, Sec 1057 (a)).
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“It creates an incontestable presumption of the mark’s
validity, and of registrant’s exclusive right to use the mark in

commerce”.%
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“A certificate of registration of a mark upon the principal

register provided by this chapter shall be prima facie evidence

of the validity of the registered mark and of the registration of

the mark, of the registrant’s ownership of the mark, and of the

registrant’s exclusive right to use the registered mark in

commerce on or in connection with the goods or services

specified in the certificate, subject to any conditions or

limitations stated in the certificate.”
(The Lanham Act 1946, U.S.C .15, Sec 1057 (b)).
;'(?3|79'D ,117 77182 Y2 1P93IR2 IR0 30 pm'7 72 Y0

“In all legal proceedings relating to a registered trade mark

(including proceedings for rectification of the register) the

registration of a person as proprietor of a trade mark shall be

prima facie evidence of the validity of the original registration

and of any subsequent assignment or other trasnsmission of

it”.

(The Trade Marks Act 1994, Sec 72.)

Northern Trust Co. v. Northern Bank & Trust Co., 22 USPQ. 2d 1391, at .53
1399
Pacific Telesis Group v. International Telesis ;o3 n™an mxaxa a1 wb
Communications, 20 USPQ. 2d 1383 Schafer v. Inco Management Co., 995
Co. F. 2d 1064
.-197227%wnn ,[WI1 17071] 10157 °1°0 n'npsb 65 7°Y0 .54
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recording rights”, The Trademark Reporter 1992, at 945-957; K. Kottenberg,
“Providing overseas protection”, The National Law Journal 1991, at 52; C.
Lackert, “International efforts against trademark counterfeiting”, Columbia

Business Law Review 1988, at 161-175.
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made”
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